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DETAILED ACTION 

Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1 - 9, 19 and 20, drawn to a guidewire, classified in class 600, subclass 585. 

II. Claims 10-18, drawn to a method of making a guidewire, classified in class 242, 
subclass 360. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are related as process of making and product made. The inventions are 
distinct if either or both of the following can be shown: (1) that the process as claimed can be used 
to make another and materially different product or (2) that the product as claimed can be made by 
another and materially different process (MPEP § 806.05(f)). In the instant case the process can be 
used to make electrical wire and the product can be made by first winding a plurality of individual 
wires, then meshing the wires together. 

3. Because these inventions are independent or distinct for the reasons given above and there 
would be a serious burden on the examiner if restriction is not required because the inventions have 
acquired a separate status in the art in view of their different classification, restriction for 
examination purposes as indicated is proper. 

4. Because these inventions are independent or distinct for the reasons given above and there 
would be a serious burden on the examiner if restriction is not required because the inventions 
require a different field of search (see MPEP § 808.02), restriction for examination purposes as 
indicated is proper. 

5. During a telephone conversation with John Beaupre on 3/30/07 a provisional election was 
made without traverse to prosecute the invention of I, claims 1 - 9, 19 and 20. Affirmation of this 
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election must be made by applicant in replying to this Office action. Claims 10-18 are withdrawn 
from further consideration by the examiner, 37 CFR 1.142(b), as being drawn to a non-elected 
invention. 

Information Disclosure Statement 
The information disclosure statements filed 10/9/03; 3/4/05; 6/9/05 and 12/19/05 comply 
with the provisions of 37 CFR 1.97, 1.98 and MPEP § 609. They have been placed in the 
application file, and the information referred to therein has been considered by the examiner as to 
the merits. The cited U.S. Applications have been lined through because they are not patents or 
publications. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in 
this country, more than one year prior to the date of application for patent in the United States. 

7. Claims 1,3-6 and 19 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. 
Patent No. 5,111,829 to Alvarez de Toledo. 

In regard to claims 1,3-6 and 19, Alvarez de Toledo discloses a body portion having a first 
diameter and comprising a multiple filament group of individual wire coils wound adjacent one 
another (Col. 4, lines 32 - 35); a distal end having a second diameter that is less than the first 
diameter; a taper portion having a taper form the first diameter to the second diameter (Figure 4); 
and a coating (32, 34) disposed over the distal end, taper portion and at least a part of the body 
portion. The coating defines a taper adjacent the taper portion. The coating comprises an elastic 
material, a low- friction coating and a hydrophilic material (Col. 4, lines 4-8). 



Application/Control Number: 10/615,510 Page 4 

Art Unit: 3736 

8. Claims 1, 3 - 6, 8, 9, 19 and 20 are rejected under 35 U.S.C 102(b) as being anticipated by 
U.S. Patent No. 6,251,085 to Tezuka. 

In regard to claims 1, 3 — 6, 8, 9, 19 and 20, Tezuka discloses a body portion having a first 
diameter and comprising a multiple filament group of individual wire coils (Col. 6, lines 47 ■— 50) 
wound adjacent one another; a distal end having a second diameter that is less than the first 
diameter; a taper portion having a taper form the first diameter to the second diameter (Figure 2A); 
and a coating (3, 9) disposed over the distal end, taper portion and at least a part of the body 
portion. The coating defines a taper adjacent the taper portion. The coating comprises an elastic 
material, a low-friction coating and a hydrophilic material (Col. 5,lines 29 - 51). The taper includes 
individual wire coils having different diameters wound at pitch angle different than a pitch angle of 
the body portion. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

10. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent No. 
6,251,085 to Tezuka as applied to claim 1 above, and further in view of U.S. Patent No. 6,656,134 to 
Cornelius et al. 

In regard to claim 2, Tezuka discloses a coating (3, 9) over the distal end, taper portion, and 
at least a part of the body portion, but fails to disclose the coating having a continuous diameter. 
Cornelius et al. disclose a guidewire having a coating over the distal end, taper portion, and at least a 
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part of the body portion, wherein the coating has a continuous diameter (Figure 2). It would have 
been obvious to one having ordinary skill in the art at the time the invention was made to modify 
the coating as disclosed by Tezuka to be continuous as taught by Cornelius et al. in order to avoid 
any steps or transitions onto which tissue may be caught during the advancement of the guidewire 
into the body. 

11. Claims 1,4-7 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent No. 5,947,940 to Beisel in view of U.S. Patent No. 5,098,374 to Othel-Jacobsen et al. 

In regard to claims 1,4-7 and 19, Beisel discloses a body portion having a first diameter 
and comprising a multiple filament group (14a, 14b, 14c) of individual wire coils wound adjacent 
one another; a distal end that defines a lumen and a lumen opening (Col. 7, lines 55 - 65); and a 
coating (12) disposed over the distal end, and at least a part of the body portion and terminates 
adjacent the opening. The coating comprises an elastic material, a low-friction coating and a 
hydrophilic material. However, Beisel fails to disclose a tapered portion tapering from a first 
diameter to a second diameter less than the first diameter. Othel-Jacobsen et al. disclose a catheter 
having a tapered portion (1) from a first diameter to a second diameter less than the first diameter. 
It would have been obvious to one having ordinary skill in the art at the time the invention was 
made to modify the device as disclosed by Beisel to include a tapered portion from a first diameter 
to a second diameter less than the first diameter to increase the flexibility of the distal end of the 
device. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Jonathan ML Foreman whose telephone number is (571)272-4724. The 
examiner can normally be reached on Monday - Friday 8:00 am - 4:30 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Max Hindenburg can be reached on (571)272-4726. The fax phone number for the organization 
where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http:/ /pair-direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




